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DETAILED ACTION 

Newly submitted claims 46-50 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: the fiiel cell components as 
claimed in 46-50 were not previously presented in the claims. Claims 12 and 37-45 continue to 
read on a nickel alloy with specific use as a polymer electrolyte fiiel cell. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, Claims 46-50 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 . 1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 18 April 2008 has been entered. 

Status of Claims 

Claims 1-11 and 13-36 are cancelled. Claims 12 and 37-45 are currently amended, and 
Claims 46-50 are new. 
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Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 12, 37 and 40-45 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fan et al (2002/0172849 Al) in view of EP 0 303 957 (EP '957) and WO 97/43457 (WO '457). 

Fan teaches a polymer electrolyte membrane fuel cell stack with a metal bipolar plate 
made of an alloy comprising nickel and chromium (abstract). The alloy contains Ni + Cr >50% 
and materials from the group consisting of C, Mn, Si, P, S, Mo Nb and Cu. The alloy is 
corrosion resistant with acids [0018]. Regarding Claims 37 and 44, the alloy is a structural 
member. Regarding Claims 41, 42 and 44, the bipolar plates read on a support plate member and 
a separator member. However, Fan does not teach the specific composition of the nickel alloy 
as in Claims 12, 43 and 45. 

With respect to Claims 12 and 45, EP '957 discloses a corrosion resisting Ni-base alloy 
with generally 38-50% Cr and 0.1 to 2 wt % of at least one of Mo and W where the alloy can be 
used in applications including pipes (abstract). Table 1.1 shows examples of alloys. EP '957 
discloses allowable impurity levels of 0.05 wt % or less Mg, and 0.3 wt % or less Mn (p. 3 lines 
9-1 1). Further, EP '957 discloses that 0.3 wt % or less Fe may be included as impurity (p. 3 lines 
9-11). 

Regarding the limitation of a wrought nickel alloy in Claims 12 and 43, applicant intends 
for the process steps defined by "wrought" to be incorporated in the claim. Even though 
product-by-process claims are limited and defined by the process, determination of patentability 
is based on the product itself The patentability of a product does not depend on its method of 
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production. If the product in the product-by-process claim is the same or as obvious from a 
product of the prior art, the claim is unpatentable even though the prior product was made by a 
different process. See MPEP § 21 13. 

EP '957 does not disclose the inclusion of between 0.01 to 0.1 wt % Si. WO '457 
discloses a substantially similar nickel alloy. WO '457 discloses that up to 0.95 wt % Si can be 
beneficially added to improve corrosion resistance (paragraph bridging pp. 5-6). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use the nickel alloy composition taught by EP '957 and WO '457 for the alloy 
taught by Fan et al, since EP '957 teaches that the alloy has excellent corrosion resistance and 
can be used as a pipe, or the like as well as an electrode (page 2, lines 1 1-14), such as acid (page 
3, line 36). Further regarding Claim 40, it would be obvious to expect that the fasteners used in 
the fuel cell of Fan et al would also be made from the same alloy as taught by EP' 957 and WO 
'457 in order to achieve the same degree of corrosion resistance. 

Claims 12, 37, 38 and 43-45 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cramer et al (US 2003/0124409) in view of EP '957 and WO '457. 

Cramer et al teaches a fiiel cell stack manifold system (absfract), such as polymer 
electrolyte fuel cells [0009]. Regarding Claims 37, 38 and 44, the manifold system components 
are constructed from corrosion-resistant materials such as nickel-based alloys [0010]. However, 
Cramer et al does not teach the specific composition of the nickel alloy as in Claims 12, 43 and 
45. 

With respect to Claims 12 and 45, EP '957 discloses a corrosion resisting Ni-base alloy 
with generally 38-50% Cr and 0.1 to 2 wt % of at least one of Mo and W where the alloy can be 
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used in applications including pipes (abstract). Table 1.1 shows examples of alloys. EP '957 
discloses allowable impurity levels of 0.05 wt % or less Mg, and 0.3 wt % or less Mn (p. 3 lines 
9-1 1). Further, EP '957 discloses that 0.3 wt % or less Fe may be included as impurity (p. 3 lines 
9-11). 

Regarding the limitation of a wrought nickel alloy in Claims 12 and 43, applicant intends 
for the process steps defined by "wrought" to be incorporated in the claim. Even though 
product-by-process claims are limited and defined by the process, determination of patentability 
is based on the product itself The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same or as obvious from a 
product of the prior art, the claim is unpatentable even though the prior product was made by a 
different process. See MPEP § 21 13. 

EP '957 does not disclose the inclusion of between 0.01 to 0.1 wt % Si. WO '457 
discloses a substantially similar nickel alloy. WO '457 discloses that up to 0.95 wt % Si can be 
beneficially added to improve corrosion resistance (paragraph bridging pp. 5-6). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use the nickel alloy composition taught by EP '957 and WO '457 for the alloy 
taught by Cramer et al, since EP '957 teaches that the alloy has excellent corrosion resistance 
(page 2, lines 11-14), such as for acids (page 3, line 36). 

Claims 12, 37, 39 and 43-45 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Akikusa et al (US 2003/0134174) in view of EP '957 and WO '457. 
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Akikusa et al teaches a solid electrolyte fuel cell module [0013] with a fuel gas supply 
pipe. The pipes used are made from nickel base alloy [0055] and [0172]. However, Akikusa et 
al does not teach the specific composition of the nickel alloy as in Claims 12, 43 and 45. 

With respect to Claims 12 and 45, EP '957 discloses a corrosion resisting Ni-base alloy 
with generally 38-50% Cr and 0.1 to 2 wt % of at least one of Mo and W where the alloy can be 
used in applications including pipes (abstract). Table 1.1 shows examples of alloys. EP '957 
discloses allowable impurity levels of 0.05 wt % or less Mg, and 0.3 wt % or less Mn (p. 3 lines 
9-1 1). Further, EP '957 discloses that 0.3 wt % or less Fe may be included as impurity (p. 3 lines 
9-11). 

Regarding the limitation of a wrought nickel alloy in Claims 12 and 43, applicant intends 
for the process steps defined by "wrought" to be incorporated in the claim. Even though 
product-by-process claims are limited and defined by the process, determination of patentability 
is based on the product itself The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same or as obvious from a 
product of the prior art, the claim is unpatentable even though the prior product was made by a 
different process. See MPEP § 21 13. 

EP '957 does not disclose the inclusion of between 0.01 to 0.1 wt % Si. WO '457 
discloses a substantially similar nickel alloy. WO '457 discloses that up to 0.95 wt % Si can be 
beneficially added to improve corrosion resistance (paragraph bridging pp. 5-6). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use the nickel alloy composition taught by EP '957 and WO '457 for the alloy 
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taught by Akikusa et al, since EP '957 teaches 
and can be used in pipes (page 2, lines 1 1-14). 
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the alloy has excellent corrosion resistance 



Conclusion 

The double patenting rejection has been withdrawn in light of the amendment to the 

claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIMA M. MCGUTHRY-BANKS whose telephone number is 
(571)272-2744. The examiner can normally be reached on M-F 7:00 am - 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art Unit 
1793 
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/T. M. M./ 

Examiner, Art Unit 1793 
24 June 2008 



